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REMARKS/ARGUMENTS 



Prior to this Amendment, claims 1-17, 23, and 24 were pending in the 
application. No claims are amended with this response, but a complete listing of 
claims is provided for the convenience of the Examiner. 

Claims 1-17, 23, and 24 remain for consideration by the Examiner. 

Specification Objections 

The specification was objected to because an element 210 referred to in 
paragraph [0016] was not shown in Figure 1 . This paragraph is amended to 
correspond with the figures. 

Claim Rejections Under 35 U-S.C, 5102 

In the Office Action, claims 1-23 were rejected under 35 U.S.C. §1 02(b) as 
being anticipated by the "BuyerXpert 4.1 SP3 Upgrade Guide (hereinafter 
BuyerXpert). This rejection is traversed based on the following remarks. 

As noted in Applicants' last response, BuyerXpert is not a proper reference 
under 35 U.S.C. §1 02(b). The Office Action cites a publication that was said to be 
published on June 1999 (i.e., "Industry Slices Up Procurement Pie) for providing a 
1999 publication date for BuyerXpert. The 1999 publication mentions on page 2 a 
"BuyerXpert 3.0" product. In contrast, as shown on page 1 , BuyerXpert is a 
document describing "BuyerXpert 4.1 SP3 " (emphasis added), which is clearly a 
different product. Hence, the publication date for BuyerXpert is not by inference the 
same date as the 1999 publication. Applicants did not find a publication date on 
BuyerXpert but a last modified date of October 8, 2001 was provided (see, for 
example, pages 3 and 25), which is later than Applicants' filing date. Because 
BuyerXpert is not a proper reference under 35 U.S.C. §1 02(b), the rejection of 
claims 1-23 based on BuyerXpert is improper and should be withdrawn. 

In the Examiner's Response, the Examiner states that he is treating the 3.0 
and 4.1 SP3 version of the BuyerXpert product as "the same product" because they 
are both "product of 'BuyerXpert/ 1 The Examiner goes on to say he interprets the 
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changes to from the 3.0 to 4.1 SP3 version to be "just a minor 
improvement/enhancement and asks Applicants to provide evidence that the cited 
features from the 4.1 SP3 version "can not be found in" the prior version. 

Applicants again assert that the Examiner cannot cite the BuyerXpert 4.1 
SP3 Upgrade Guide as a reference to this application based on a publication or 
release date of the BuyerXpert 3.0 product. As the Examiner is aware, many if not 
all inventions are improvements over prior products and inventions, and often, a 
patent application is filed based on each release of a product with the expectation 
that prior releases of the product will be a prior art reference but not that the new 
release or product feelf will be cited in rejecting the invention (i.e., if this were the 
case, there would never be an improvement-type patent allowed). 

The test for allowance under 35 U.S.C. §102 is not whether something is a 
minor improvement or enhancement but instead, is whether each and every 
element of the claimed invention can be found in a cited reference. Instead of 
meeting this burden, the Examiner is unfairly placing the burden on Applicants to 
prove that their claimed features (or those cited by the Examiner), which may be 
found in the BuyerXpert 4.1 SP3 version, are not present in the BuyerXpert 3.0 
version. The patent laws and rules do not place such a burden on patent 
applicants but instead required that patent examiners provide a single reference 
that teaches each element of a claim. The Examiner has not stated a proper case 
for using the BuyerXpert 4.1 SP3 Upgrade Guide as a reference against claim 1, 
and hence, the rejection of claim 1 must be withdrawn. 

The Applicants, however, wish to further prosecution of their application. 
With this in mind, Applicants have enclosed select pages highlighting some 
differences between BuyerXpert 3.0 and BuyerXpert 4.0. These pages are useful 
for showing that the later versions of BuyerXpert are NOT the same product but is 
not intended to "prove" a negative argument as requested by the Examiner (i.e., 
Applicants are not taking on the task of proving what did not exist in BuyerXpert 
3.0). Applicants request that the Examiner consider these enclosed pages and 
remove the BuyerXpert 4.1 SP3 Upgrade Guide as a reference. 
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Additionally, in the Office Action, claims 1-3 and 12-17 were rejected under 
35 U.S.C. §102(e) as being anticipated by U.S. Pat. No. 6,628,314 ("Hoyle"). This 
rejection is traversed based on the amendments to the claims and the following 
remarks. 

Claim 1 calls for providing a set of modules in a user interface and then 
receiving user input indicating a selection of one of the modules for upgrade and 
one of the components associated with the selected module for upgrade. User 
input is also received indicating a location of the module and a destination for the 
upgraded module (or portions of the modules). In this manner, the method of claim 
1 is able to address the issues with previous systems that failed to allow "operators 
of e-commerce sites.. .to upgrade particular utilities... [as] there are no mechanisms 
by which an operator can define which upgrade utilities are needed and which 
modules these upgrades are intended for." 

With regard to claim 1, the Office Action cites Hoyle's Figures 7 and 13 for 
teaching each element of claim 1 . However, neither figure discusses or suggests 
that modules are provided on a user interface, that a user input is received 
selecting a module and at least one component associated with the module for 
upgrade, and then, user input is received indicating a source for the module. 

In the Examiner's Response, the Examiner stated that "Hoyle teaches 
providing modules in a user interface (E.g. see FIG.6 GUI (Graphic User Interface) 
Module and associated text)." However, the GUI 52 fails to teach all of the 
elements of claim 1 including that modules are provided on a user interface, that a 
user input is received selecting a module and at least one component 
associated with the module for upgrade, and then, u ser input is received 
indicating a source for the module . The Examiner does not address the 
argument that these features are not present in Hoyle but merely again argued that 
element 52 of Hoyle is a GUI module that includes interactive components 90 - 
104. However, there is no teaching that these provide the functionality required in 
claim 1. 

MBO . BS106f024'> • 17602* 1 9 
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Instead, as discussed in the last response, with reference to col. 1 3, line 45 
to col. 14 t line 17 and col. 20, lines 19-47, Hoyle discusses a builder component 64 
that acts automatically to build a blueprint of a system indicating the system's 
components and which version of the component is on the system, to compare the 
existing blueprint with an "update" blueprint, and then based on that comparison to 
automatically upgrade all components that are not the newest version. This is a 
very different process than called for in the method of claim 1 , as the method of 
claim 1 involves user input being provided to select modules and components for 
upgrade. Because Hoyle fails to teach providing modules in a user interface and 
receiving the various user input called for in claim 1 , Hoyle does not support a 
rejection of claim 1 , and the rejection should be withdrawn. 

Claims 2-7 and 12-17 depend from claim 1 and are believed allowable as 
depending from an allowable base claim. 

Independent claim 23 is directed to a computer program product with 
limitations similar to claim 1 but in differing form. Hence, the reasons provided for 
allowing claim 1 over Hoyle are believed to be applicable to claim 23, and 
Applicants request that the rejection of claim 23 be withdrawn. 

Independent claim 24 is directed to a method with limitations similar to claim 
1, and hence, the reasons for allowing claim 1 over Hoyle are believed applicable to 
claim 24. Further, the Examiner cites block 250 of Figure 13 and block 264 of 
Figure 14 in Hoyle for teaching "retrieving an upgrade utility for each of the selected 
functional components for each of the modules in the selected subset." However, 
block 250 is described in col. 20, lines 44-47 as include the "builder module and 
other upgraded components are downloaded and installed." There is no teaching 
of retrieving an upgrade utility "for each of the selected functional components" or 
that such upgrade utilities should be chosen "for each of the modules in the 
selected subset." Turning to block 264, col. 20, beginning at line 66 states that the 
builder module downloads and installs updated components, but Hoyle does not 
teach the upgrade utilities are selected for each of a number of selected function 

1 n 
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components for each module in a subset of modules selected by a user. For this 
additional reason, Hoyle does not anticipate the method of claim 24. 
Claim Rejections Under 35 U.S.C. S103 

Further, in the Office Action, claim 4 was rejected under 35 U.S.C. §1 03(a) 
as being unpatentable over Hoyle in view of U.S. Pat. No. 6,697,784 ("Bacon"). 
Claim 4 depends from claim 1 and is believed allowable as depending from an 
allowable base claim. Further, Bacon fails to overcome the deficiencies in Hoyle 
noted with reference to claim 1. As a result, the combination of Hoyle and Bacon 
fails to support a rejection of claim 4. 

The Office Action rejected claim 5 as being unpatentable over Hoyle in view 
of U.S. Pat. No. 6,779,082 ("Burger). Claim 5 depends from claim 1 and is 
believed allowable as depending from an allowable base claim. Also, Burger does 
not overcome the deficiencies discussed above with reference to claim 1 
Therefore, claim 5 is allowable over the combined teachings of Hoyle and Burger. 

Yet further, the Office Action rejected claim 6 as being unpatentable over 
Hoyle in view of U.S. Pub. No. 2004/0148232 ("Fushimi"). Claim 6 depends from 
claim 1 and is believed allowable for the reasons for allowing claim 1 . Further, 
Fushimi does not overcome the lack of teaching in Hoyle discussed with reference 
to claim 1 . 

The Office Action also rejected claim 7 as being unpatentable over Hoyle in 
view of U.S. Pat. No. 5,630,069 ("Flores"). Claim 7 is believed allowable as 
depending from an allowable base daim, i.e., claim 1. Flores does not overcome 
the deficiencies of Hoyle with respect to claim 1 . 

Further, the Office Action rejected claim 8 as being unpatentable over Hoyle 
in view of U.S. Pub. No. 2002/0023001 ("McFarlin"). Claim 8 depends from claim 1 
and is believed allowable as depending from an allowable base claim. 

The Office Action rejected claim 9 as being unpatentable over Hoyle in view 
of U.S. Pub. No. 2004/0098446 ("Styles"). Claim 9 depends from claim 1 and is 
believed allowable as depending from an allowable base claim. Further. Styles 

1 1 
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does not provide the teaching missing from Hoyle, which was discussed with 
reference to claim 1 . 

Yet further, the Office Action rejected claim 10 as being unpatentable over 
Hoyle in view of U.S- Pat. No. 6,681,229 ("Cason") This rejection is traversed 
because claim 10 depends from claim 1, which is allowable over Hoyle. 
Additionally, Cason does not overcome the deficiencies in Hoyle discussed above 
with reference to claim 1 . 

Finally, the Office Action rejected claim 1 1 as being unpatentable over Hoyle 
in view of U.S. Pub. No. 2003/0167401 ( u Murren") Claim 1 1 depends from claim 1 
and is, therefore, believed allowable as depending from an allowable base claim. 
Additionally, Murren fails to overcome the deficiencies in Hoyle discussed above 
with reference to claim 1 . 

Conclusions 

In view of all of the above, Applicants request that a timely Notice of 
Allowance be issued in this case. 

No fee is believed due for this submittal However, any fee deficiency 
associated with this submittal may be charged to Deposit Account No. 50-1123. 



Attachments: BuyerXpert 3.0 and BuyerXpert 4.1 SP3 comparison documents (4 
pages) 



Respectfully submitted, 



Aorll 21. 2005 




Kent A. Lembke, No. 44,866 
Hogan & Hartson llp 
One Tabor Center 
1200 17 lh Street, Suite 1500 
Denver, Colorado 80202 
(720) 406-5378 Tel 
(303) 899^7333 



12 



PAGE 13/17* RCVD AT W 2:41:37 PM [Eastern Daylight Time] * SVR:USPT0-EFXRF-1/4 ' DN!S:8729306 * CSID72O4065302 * DURATION (mm-ss):05-16 



♦ 04-21-05 I2:44pai FrciB-HOGANiHARTSON 720 406 5302 T-593 P 014/017 F-474 




Upgrading to BuyerXpert 4.0 provides additional benefits 



Upgrading to Buyer Xpert 4.0 provides additional benefits 

There are many enhancements to BuyerXpert 4.0 to better serve the needs of our 
customers. This section outlines the improvements for customers who are familiar with 
BuyerXpert 3-x- The key enhancements include: 

• New Java and Netscape Application Server-based architecture— leverages open 
standards for increased performance and stability and makes BuyerXpert fully 
extensible to support customization using standard tools. Key internal business 
objects and APIs are exposed to ease your customization efforts. 

• Use of Directory Server for membership and catalog data — increases data access 
speed and provides an opportunity to leverage data across multiple applications. 

• Expanded catalog functionality — provides additional features such as improved 
rext search capability and support for multiple catalog views. 

• Increased internationalization capabilities — supports single-byte and mulii-byte 
character sets for localization into any European or Asian language to expand the 
opportunities to use BuyerXpert worldwide. 

• API to leverage existing accounting code data — connects to an existing enterprise 
application with an application programming interface (API) to obtain and validate 
accounting code information. 

• Multi-organization support — allows you to use a single instance of BuyerXpert io 
create multiple organizations or divisions with unique workflow, business processes, 
accounting codes, currencies, user interfaces, and locales. 

• Simplified administrative application — provides multiple ways to access 
administrative information so both technical and non-technical business 
constituencies can view and configure data in an intuitive Web page-style interface. 

• Sophisticated policies to control system behavior — provide a method to replicate 
contractual agreements with customers. These policies extend the capabilities 
provided by business rules in BuyerXpert 3.x. They are configured in the graphical 
administrative interface that requires no programming skills. 

• Standard Mission Control installer— leverages functionality familiar to IT 
professionals from their installations of other iPlanet products. 

• Graphic import utility — provides an casy-lo-use method for batch-loading large 
quantities of data. 

• Market-driven feature enhancements and new features — provide more complete 
out-of-the box functionality based on the needs of customers. These include: 

- Ability to cancel orders after they have been submitted. 
Support for timecard creation, approval, and submission. 

- Ability for authorized users to add ad-hoe approvers and resequence approvers 
during the approval process. 

- Support for leveraging a single instance of ECXpert for simultaneous use by 
BuyerXpert and any other CommcrccXpcrt application such as SellerXpcrL 

- Support for more recent versions of Solaris, Oracle, i Planet, and other ihircVparry 
software components of BuyerXpert. 

for a more complete description of BuyerXpert 4,0 enhancements, refer to the technical 
white paper Building the Future of Electronic Commerce for Business-to-Business 
Procurement with BuyerXpert 4.0. 
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Upgrade Kit delivers everything you need to get started 

As pan of the BuyerXpert Maintenance Subscription plan, you will receive the 
BuyerXpert 4.0 upgrade kit automatically. It includes: 

• BuyerXpert 4.0 Upgrade Utility to automate tedious tasks: 

. Determines basic system parameters of your BuyerXpert v3.x implementation. 

- Lets you specify the information to be migrated: membership , catalog, order 
management system data, workflow data, accounting codes, and/or dynamic 
order data. Table 1 on page 6 outlines the data that can be upgraded from 
BuyerXpert 3.x to BuyerXpert 4.0 using the Upgrade Utility. 

- Runs automated scripts to convert data from BuyerXpert 3-x into a formal usable 
by BuyerXpert 4.0. 

- Provides status information during data upgrade as well as assistance with error 
recovery and cancellation of the upgrade process. 

* BuyerXpert 4.0 Customization Aides to simplify site-specific modifications: 

- Checklist to assist in scoping all modifications to be upgraded. 

- The BuyerXpert Product Designer's Handbook describes specific examples of 
upgrading customizations from BuyerXpert 3.x to BuyerXpert 4.0. 

- Software copy of default BuyerXpert 3 Jt files to compare against your 
customized files. 

• Documentation to assist you throughout the upgrade process: 

- The technical white paper Building the Future of Electronic Commerce for 
Business-to^Business Procurement with BuyerXpert 4.0 introducing the 
enhanced BuyerXpert 4.0 features and architecture and explaining its 
advantages. 

- Documentation to guide you through the entire upgrade process — from the 
planning stages, though using the BuyerXpert 4.0 Upgrade Utility and 
Customization Aides, to final verification of your site. 

* Video introduction to the upgrade process; 

Provides an overview of the entire upgrade process. 

- Demonstrates tbe Upgrade Utility. 

- Summarizes the information provided to Technical Support during the 
BuyerXpert engineering development technical transfer of information. 
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